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DETAILED ACTION 

1 . This action is responsive to the amendment filed on June 03, 2010. 

2. Claims 1-4, 6, 8-12, 17-18 are pending. Claims 1, 6, 9 are amended. Claim 5 is 
cancelled. Claims 7, 13-16 are withdrawn to a non-elected invention from further consideration. 

3. The rejection of claims 1-6, 8-12, 17-18 in the last Office action is withdrawn in view of 
Applicants' amendment. 

Claim Objections 

4. Claim 1 is objected to because of the following informalities: It is suggested that " for 
dispersing of a particle " (all occurrences) in preamble of dependent claims be deleted or " for 
dispersing of a particle )" in preamble of claim 1 be inserted in its stead so as to engender claim 
language clarity. Appropriate correction is required. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 1-4, 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Takahashi et al. (Pub. No. US 2002/0000532 A1 ) in view of Russell ef a/. (Pat. No. US 
2,926,183). 
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Regarding claims 1-2 and 6, Takahashi etal. teach a composition for dispersing of a 
particle , characterized in being obtained by mixing a metal alkoxide (Page 1, 1j001 1) containing 
a metal element having +3 to 5 valence (Page 1 , 1J001 1 ), an organic acid (Page 1 , 1J0012) and 
water (Page 1, 1j001 1) , wherein the composition for dispersing of a particle is obtained by 
mixing a hydrolysate derived from said metal alkoxide (Page 2, 1J0020), and said organic acid, 
and which is a transparent aqueous solution (Page 3, 1J0036, Example 1, Table 1). Takahashi et 
al. do not expressly teach the composition for dispersing of a particle wherein said organic acid 
is at least one type selected from the group consisting of lactic acid, oxalic acid, citric acid and 
tartaric acid and wherein the mixing proportion of said organic acid and said metal alkoxide 
(organic acid: metal alkoxide), is (0.5 - 4): 1 by molar ratio. 

However, Russell et al. teach a stable water soluble organic complexes of titanium 
lactate complex (Col. 1, lines 15-18, Col. 3, line 60) , wherein the mole ratio of titanium to lactic 
acid is substantially 1:1 (Col. 5, lines 1-2) or between 1:1 and 1:2 can also be employed (Col. 5, 
lines 4). 

At time of invention, it would have been obvious to one of ordinary skill in the art to 
modify the composition for dispersing of a particle by Takahashi et al. so as to include an 
organic acid such as lactic acid (interchangeable for an organic acid of Takahashi ef al.) as 
taught by Russell ef al. with reasonable expectation that this would result in providing a 
desirable production of titanium lactate complex which would be stable in aqueous solution of at 
a pH as high as 8.0 or 9.0 as taught by Russell et al. (Col. 1, lines 65-67) since such complexes 
are unstable on the alkaline side. 

Claims 1-2 are viewed as product-by-process claims and hence the methods they are 
created by are not pertinent, unless applicant can show a different product is produced. Even 
though product-by-process claims are limited by and defined by the process, determination of 
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patentability is based on the product itself. The patentability of a product does not depend on its 
method of production. If the product in the product-by-process claim is the same as or obvious 
from a product of the prior art, the claim is unpatentable even though the prior product was 
made by a different process." See MPEP 21 13. 

Regarding claims 3-4, Takahashi etal. disclose the composition for dispersing of a 
particle, wherein said metal element is aluminum or titanium (Page 1, 1J0011) containing a metal 
element having +3 to 5 valence (Page 1,^0011, Page 2, 1J0020). 

7. Claims 8-12, 17-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Takahashi etal. (Pub. No. US 2002/0000532 A1), Russell etal. (Pat. No. US 2,926,183) as 
applied to claim 1 above, and further in view of Arney etal. (Pat. No. US 6,432,526 B1). 

Regarding claims 8-10, 12, Takahashi etal. and Russell etal. teach the features as 
discussed above. Takahashi etal. and Russell etal. do not expressly teach a composition 
having a particle dispersed therein, characterized in comprising a particle and said composition 
for dispersing of a particle, wherein said particle is an oxide particle and the content of said 
particles is 60 % by volume or less, which is used in an application for ceramic material, 
photocatalytic material, optical material or electronic material. 

However, Arney et al. teach colloids composition (i.e. creamer composition) including the 
metal oxide particles such as titanium-based particles (Col. 2, lines 47-48) having dispersing aid 
attached thereto dispersed in an organic liquid (Col. 2, lines 58-60), wherein said particle is an 
oxide particle and the content of said particles 60 % by volume or less (i.e. 34% ) as shown in 
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Table 1 (Col. 24, lines 24-45) which is used in an application for lenses, sheets, fibers, prisms, 
computer screens, and CRT face plates (Col. 28, lines 15-17). 

At time of invention, it would have been obvious to one of ordinary skill in the art to 
modify the composition for dispersing of a particle by Takahashi etal. with an organic acid such 
as lactic acid (interchangeable for an organic acid of Takahashi et al.) by Russell et at. so as to 
include a composition having a particle dispersed as taught by Arney et al. with reasonable 
expectation that this would result in desirable transparent polymer/metal oxide compositions 
having high refractive indexes, since it is difficult to obtain the metal oxide particles when 
combined with polymer precursors, can agglomerate and decrease the transparency of the 
resulting ceramers as taught by Arney et al. (Col. 2, lines 1-5). 

Regarding claim 1 1 , Takahashi et al. and Arney ef al. teach the features as discussed 
above. Takahashi et al. and Arney et al. do not expressly teach a composition having a particle 
dispersed therein, wherein pH is in the range from 2 to 1 1. 

However, Russell ef al. teach a stable water soluble organic complexes of titanium 
lactate complex (Col. 1, lines 15-18, Col. 3, line 60), wherein the mole ratio of titanium to lactic 
acid is substantially 1:1 (Col. 5, lines 1-2) or between 1:1 and 1:2 can also be employed (Col. 5, 
lines 4), wherein pH is in the range from 1 to 9 (Col. 3, lines 4-8). 

At time of invention, it would have been obvious to one of ordinary skill in the art to 
modify the composition for dispersing of a particle by Takahashi et al. and a composition having 
a particle dispersed by Arney ef al. so as to include a composition having a particle dispersed 
therein, wherein pH is in the range from 1 to 9 as taught by Russell ef al. with reasonable 
expectation that this would result in providing a desirable production of titanium lactate complex 
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which would be stable in aqueous solution of at a pH as high as 8.0 or 9.0 as taught by Russell 
etal. (Col. 1, lines 65-67) since such complexes are unstable on the alkaline side. 

Regarding claims 17-18, Takahashi et at. and Russell et al. teach the features as 
discussed above. Additionally, Takahashi et al. teach a process for producing a titanium- 
containing aqueous solution, comprising reacting a titanium alkoxide with water in the presence 
of at least one of ammonia, amines and a carboxylic acid is used in combination (i.e. a mixing 
step for mixing, Page 5, Claim 1, lines 1-8), wherein titanium ion in water exists usually in the 
form of an aqua-complex with the amine function not as a ligand bonding to titanium but as a 
base, and they form alkylammonium cations and hydroxide anions (i.e. adjusting the 
composition depending on isoelectric point particles in a mixing step, Page 2, 1J0020). 
Takahashi et al. and Russell et al. do not expressly teach a process for producing a 
composition having a particle dispersed. 

However, Arney ef al. teach a process of making dispersible crystalline metal oxide 
nanoparticles (Col. 3, lines 1-2, Col. 5, lines 48-60, Col. 26, lines 32-33). At time of invention, it 
would have been obvious to one of ordinary skill in the art to modify the composition for 
dispersing of a particle by Takahashi etal. with an organic acid such as lactic acid 
(interchangeable for an organic acid of Takahashi et al.) by Russell et al. so as to include a 
process for producing a composition having a particle dispersed, wherein the process 
comprises a mixing step a particle and a solvent, and that the amount of said composition to be 
mixed is adjusted depending on the isoelectric point of said particle in said mixing step, 
wherein said solvent is water as taught by Arney et al. with reasonable expectation that this 
would result in desirable transparent polymer/metal oxide compositions having high refractive 
indexes, since it is difficult to obtain the metal oxide particles when combined with polymer 
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precursors, can agglomerate and decrease the transparency of the resulting ceramers as 
taught by Arney et al. (Col. 2, lines 1-5). 

Response to Arguments 

8. Applicant's arguments with respect to claims 1-4, 6, 8-12, 17-18 have been considered 
but are moot in view of the new ground(s) of rejection. 

In response to applicant's arguments against the references individually (i.e. Takahashi 
etal. and Russell et a/.), one cannot show nonobviousness by attacking references individually 
where the rejections are based on combinations of references. See In re Keller, 642 F.2d 413, 
208 USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 
1986). 

In response to applicant's argument that there is no teaching, suggestion, or motivation 
to combine the references, the examiner recognizes that obviousness may be established by 
combining or modifying the teachings of the prior art to produce the claimed invention where 
there is some teaching, suggestion, or motivation to do so found either in the references 
themselves or in the knowledge generally available to one of ordinary skill in the art. See In re 
Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988), In re Jones, 958 F.2d 347, 21 USPQ2d 
1941 (Fed. Cir. 1992), and KSR International Co. v. Teleflex, Inc., 550 U.S. 398, 82 USPQ2d 
1385 (2007). In this case, Takahashi etal. teach the features as discussed above. Takahashi et 
al. do not expressly teach the composition for dispersing of a particle wherein said organic acid 
is at least one type selected from the group consisting of lactic acid, oxalic acid, citric acid and 
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tartaric acid and wherein the mixing proportion of said organic acid and said metal alkoxide 
(organic acid: metal alkoxide), is (0.5 - 4): 1 by molar ratio. 

However, Russell et al. teach a stable water soluble organic complexes of titanium 
lactate complex (Col. 1, lines 15-18, Col. 3, line 60) , wherein the mole ratio of titanium to lactic 
acid is substantially 1:1 (Col. 5, lines 1-2) or between 1:1 and 1:2 can also be employed (Col. 5, 
lines 4). At time of invention, it would have been obvious to one of ordinary skill in the art to 
modify the composition for dispersing of a particle by Takahashi et al. so as to include an 
organic acid such as lactic acid (interchangeable for an organic acid of Takahashi et al.) as 
taught by Russell et al. with reasonable expectation that this would result in providing a 
desirable production of titanium lactate complex which would be stable in aqueous solution of at 
a pH as high as 8.0 or 9.0 as taught by Russell et al. (Col. 1, lines 65-67) since such complexes 
are unstable on the alkaline side. 

In response to applicant's argument that the references fail to show certain features of 
applicant's invention, it is noted that the features upon which applicant relies (i.e.functional/ 
chemical natures of the references such as high/low acid concentration) are not recited in the 
rejected claim(s). Although the claims are interpreted in light of the specification, limitations 
from the specification are not read into the claims. See In re Van Geuns, 988 F.2d 1 181, 26 
USPQ2d 1057 (Fed. Cir.1993). Claims 1-2 are viewed as product claims and hence the 
methods they are created by are not pertinent, unless applicant can show a different product is 
produced. Even though product claims similar to product-by-process claims are limited by and 
defined by the process, determination of patentability is based on the product itself. The 
patentability of a product does not depend on its method of production. If the product in the 
product-by-process or product claim is the same as or obvious from a product of the prior art, 
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the claim is unpatentable even though the prior product was made by a different process." See 
MPEP 21 13. In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). 

In response to applicant's argument that Takahashi et al. and Russell et al. references 
are not combinable. 

The Examiner respectfully disagrees. The test for obviousness is not whether the 
features of a secondary reference may be bodily incorporated into the structure of the primary 
reference; nor is it that the claimed invention must be expressly suggested in any one or all of 
the references. Rather, the test is what the combined teachings of the references would have 
suggested to those of ordinary skill in the art. See In re Keller, 642 F.2d 413, 208 USPQ 871 
(CCPA1981). 

9. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant 
is reminded of the extension of time policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 
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Examiner Information 

10. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Bijan Ahvazi, Ph.D. whose telephone number is (571)270-3449. The 
examiner can normally be reached on M-F 8:0-5:0. (Off every other Friday). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Harold Y. Pyon can be reached on 571-272-1498. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. Information 
regarding the status of an application may be obtained from the Patent Application Information 
Retrieval (PAIR) system. Status information for published applications may be obtained from 
either Private PAIR or Public PAIR. Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at 866-21 7-91 97 (toll-free). If you would like assistance from 
a USPTO Customer Service Representative or access to the automated information system, 
call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/BA/ /Harold Y Pyon/ 

Bijan Ahvazi, Supervisory Patent Examiner, Art Unit 1796 

Examiner 

Art Unit 1796 
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